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Sir: 



Reconsideration is respectfully requested of the Official Action of November 20, 2002, 
relating to the above-identified application. 

A petition for a three month extension of time, together with the associated fee, is filed 



Claims in the case are 1, 2, 4-8, 10 and 11. 

Replacement pages for the application page 2 showing the correction of the formula for 
the Aerosil R 104 and the correction of Table 1 on pages 5 and 6 are presented herewith. 

The letters "PA" which appear in Table 1 represents the abbreviation for the German 
word "Priifanweisung", which has been translated by applicants as "Text Instructions". The 
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symbol "UT" identified the apparatus known as "Ultraturrax", which is the high intensity mixer 
used for preparation of these dispersions. 

The code numbers 0955 and 0965 which appear in Example 2 on page 7 are identified on 
page 9 as the "Ultraturrax mixer" (0965) and the "high speed mixer" (0955). 

The rejection of Claims 1, 2, 5-8, 10 and 11 as allegedly anticipated under 35 U.S.C. § 
102(b), in view of Klingle, et al is traversed and reconsideration is respectfully requested. 

The application, on pages 1 and 2, has already acknowledged the European equivalent of 
Klingle. The reference discloses Aerosil R 972 which is a product of the assignee of this 
application, namely, Degussa AG. Applicants have advised that this product is made 
hydrophobic by treatment with dimethyldichlorosilane. (Identified as dimethyl-didioxsilane on 
page 3 of the amendment of August 6, 2002.) 

The claims in this application specify that the hydrophobic pyrogenically produced silica 
is made hydrophobic by a reaction with a halogen-free silane. There is no disclosure or teaching 
in Klingle of modifying the silica with a non-halogenated silane. Consequently, Klingle fails as 
an anticipation of the claimed invention. 

In view thereof, the rejection under 35 U.S.C. § 102(b) is improper and should be 
withdrawn. 

The rejection of Claims 1, 2, 4, 8, 10 and 11 under 35 U.S.C. § 102(b) as anticipated by 
Burger (US 4,680,173) is traversed and reconsideration is respectfully requested. 

Burger discloses silicas and aerosil dispersions of the silicas. Hydrophobic silicas are 
discussed in column 10, beginning at line 33 and a number of typical silica products are 
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identified at column 10, beginning at line 49. Burger fails to suggest non-halogenated 
hydrophobizing agents. Indeed, as one of the examples of a representative silica, Burger 
mentions Aerosil R-972 of Degussa, a substance made with a halogenated silica; see, col. 10, 
lines 67-68. 

Consequently, applicants respectfully submit that the Burger patent does not describe the 
claimed hydrophobic pyrogenically produced silica within the meaning of 35 U.S.C. § 102(b). 
Therefore, it is submitted that the rejection is improper and should be withdrawn. 

The rejection of Claims 1, 2, 4, 5, 8, 10 and 11, under 35 U.S.C. § 102(b) as anticipated 
by Degussa AG (EP 0808880 A2) is traversed and reconsideration is respectfully requested. The 
Degussa patent corresponds to U.S. Patent 5,959,005 which describes silica produced by first 
spraying the silica with water and then surface modifying the reagent, then mixing, tempering 
and subsequently, destructuring by compressing and grinding. The silicas of the present 
invention are not destructured by any mechanical action and, therefore, distinguish from the silica 
shown in the reference. 

The rejection of Claims 6 and 7 under 35 U.S.C. § 103(a) as unpatentable over the 
Degussa European patent, and further in view of the Klingel patent, is traversed and 
reconsideration is respectfully requested. 

Claims 6 and 7 are directed to producing the claimed silica by compacting using a roller 
compactor and a belt filter press, respectively. These claims require that the pyrogenically 
produced silica be hydrophobized with a halogen free silane. The Klingel patent relates to a 
halogenated silane used for this treatment and, therefore, does not suggest the use of a non- 
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halogenated product to produce the hydrophobic silica. 

The Degussa patent teaches the use of mechanical action, such as a ball mill, followed by 
grinding in an air jet mill or a pinned disc mill. See Hartmann, column 1, lines 35-39. 

No disclosure is found in the cited reference of using a roller compactor or a belt filter 
press. As is well known in the art, substitution of different compacting means is not something 
that can be carried out with the expectation of obtaining comparable results. Consequently, 
applicants respectfully submit that there is insufficient basis to allege that a person skilled in the 
art would be lead to substitute a roller compactor or a belt filter press for the mechanical action 
described in the Degussa patent. Accordingly, it is respectfully submitted that the rejection is not 
properly founded on the prior art teachings and, therefore, should be withdrawn. No motivation 
exists for a person skilled in the art to make the substitution proposed in the Official Action. The 
rejection fails to establish prima facie obviousness. 

To establish a prima facie obviousness, three basic criteria must be met. First, there must 
be some suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to combine 
reference teachings. Second, there must be a reasonable expectation of success. Finally, the 
prior art reference (or references when combined) must teach or suggest all the claim limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's disclosure, In re 
VaecK 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 
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In determining the propriety of the Patent Office case for obviousness in the first instance, 
it is necessary to ascertain whether or not the reference teachings would appear to be sufficient 
for one of ordinary skill in the relevant art having the reference before him to make the proposed 
substitution, combination, or other modification." In re Linter, 458 F.2d 1013, 173 USPQ 560, 
562 (CCPA 1972). 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. In re Fine, 837 F2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988); In re Jones, 958 F2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

The mere fact that references can be combined or modified does not render the resultant 
combination obvious unless the prior art also suggests the desirability of the combination. In re 
Mills, 916837 F2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). 

A statement that the modifications of the prior art to meet the claimed invention would 
have been '" well within the ordinary skill of the art at the time the claimed invention was made'" 
because the references relied upon teach that all aspects of the claimed invention were 
individually known in the art is not sufficient to establish a prima facie obviousness without 
some objective reason to combine the teachings of the references. Ex parte Levengood, 28 
USPQ 2d, 1300 (Bd. Pat. App. & Int. 1993). 
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For the reasons set forth above, applicants request favorable consideration at the 
Examiner's earliest convenience. 



Suite 3100, Promenade H 
1230 Peachtree Street, N.E. 
Atlanta, Georgia 30309-3592 
Telephone: (404) 815-3593 
Facsimile: (404) 685-6893 



Respectfully submitted, 



SMITH, GAMBRELL & RUSSELL, LLP 




LIT/810327.1 



Compaction can be performed by means of a roller compactor. Compaction can 
preferably be performed by means of a belt filter press according to EP 0 280 851 Bl, which 
reference is relied on and incorporated by reference. 

The hydrophobic, pyrogenically produced silica used for purposes of the present 
invention can be, for example, the silicas known as: 

Aerosil R 812 or Aerosil R 812S, having the group -0-Si (CH 3 ) 3 

Aerosil R 202, Aerosil MS 202, Aerosil 

or Aerosil R 104 having the group 

Aerosil R 805 having the group 

These are commercially available products from Degussa Huls AG. 

The hydrophobic, pyrogenic silica according to the invention having a tamped density 
of 55 to 200 g/1 exhibits the following advantages: 

Transport costs are distinctly lower as a result of the higher tamped density. 

Once dispersed, the silica according to the invention is in the form of relatively small 
aggregates. In other words, the dispersions are more finely divided because the silica 
according to the invention is more readily dispersible. 

The dispersions produced using the silica according to the invention exhibit a lower 
Grindometer value. 

Both UV transmission transparency and visual transparency of the dispersions are 
distinctly improved by using the silica according to the invention. 

Dispersions containing the silicas according to the invention exhibit distinctly 
increased stability because the tendency towards settling is distinctly lower. 

Another advantage of the silica according to the invention is reduced dusting during 
incorporation and the distinctly reduced incorporation or wetting time in, for example, liquid 
systems. 
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AEROSIL®R972 
Hydrophobic fumed Silica 



AEROSIL® R 972 is a hydr phobic fumed silica after treated with DDS 

(Dimethyldichlorosilane) based on a hydrophiiic fumed silica with a specific surface area of 
130 m 2 /g. 



Applications and Properties 
Applications 

• Silicone rubber and Silicone 
sealants 

• Paints and Coatings 

• Printing inks and Toner 

• Adhesives 

• Cable compounds and Gels 

• Plant protection 

Properties 

• Hydrophobic component for 
thickening and reinforcement of 
RTV-l K silicone sealants. 

• Improves shelf-life of silicone 
sealants. 

• Water resistant, hydrophobising 
of liquid systems. 

• Rheology control of (complex) 
liquid systems. 

• For use in coatings as 
anti-settling agent, for pigment 
stabilization and improvement 
of corrosion protection. 

• Improves hydrophobicity and 
rheology of offset printing inks. 

• Improvement and maintenance 
of free flow and anti- caking 
characteristics of powders. 



Properties 


Unit 


Typical 
Value 


Specific Surface (BED 


m 2 /g 


110 ± 20 


Carbon content 


% 


0.6 - 1.2 


Averaae primarv particle size 


nm 


16 


Tapped densitv 
(approximate valued* 
acc. to DIN ISO 787/XI. Aua. 
1983 


g/i 


ca. 50 


Loss on drvina * 
2 hours at 105°C 


% 


? 0.5 


Ianition loss 

2 hours at 1000°C based on 
material dried for 2 hours at 
105°C 


% 


? 2.0 


in 4% dispersion 




3.6 - 4.4 

3.7 - 5.5 
USA 


SiO-»-content (11 

(1) based on ianited material 


% 


> 99.8 



* ex plant 

The data represents typical values and not production 
parameters 



W^e^^ndling 

With each (sample-) delivery of our 
products we will send a Material Safety 
Data Sheet . At any time you can also 
ask for an MSDS or any other 
information regarding product safety. 

Packaging and Storage 

AEROSIL® R 972 is supplied in multiple 
layer 10 kg bags. We recommend to 
store the product in closed containers 
under dry conditions and to protect the 
material from volatile substances. 

AEROSIL® R 972 should be used within 
2 years after production. 



CAS-No. 


68 611-44-9 
60 842-32-2 


EINECS 


271-893-4 


TSCA (USA), 
AICS (Australia), 
CEPA (Canada) 


Registered 


Mm (Japan) 


1-548 
7-476 


ECL (Korea) 


KE-10116 


NEPA (China) 


List III 

Applied for List I 
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If you like to order a sample of this 
product click here . 



For further information please refer 
to our contacts on the world map or: 



Commercial Contact 
Degussa AG 

Business Line AEROSIL® 

Wetssfrauenstrasse 9 
D-60287 Frankfurt am Main 
Germany 

Tel. +49 69/218-2532 
Fax +49 69/218-2533 
E-mail: aerosil@degussa.com 



Print this page 



Close this window 



Legal Disclaimer: 

All information and statements given in the Product Information are believed to be accurate at the 
time of publication, but Degussa AG and any of their affiliates make no representation or warranty 
with respect thereto, including, but not limited to, any results obtained or the infringement of any 
proprietary right. All information and statements are intended for persons having the required skill 
and know-how and do not relieve the user from verifying the suitability of the information and 
statements given for a specific purpose prior to use. Use or application of such information or 
statements is at the user's sole discretion and risk, without any liability on the part of Degussa AG 
or any of their affiliates. Nothing herein shall be construed as granting a license to or a 
recommocation for use of any proprietary rights. 



